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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 10 May 2004 . 
2a) □ This action is FINAL, 2b)S This action is non-final. 

3)Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

A)M Claim(s) 1-4.6.8-18.20 and 21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) El Claim(s) 1-4.6.8-18.20 and 21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) I3 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 15 May 2001 is/are: a)S accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Election/Restrictions 

Receipt is acknowledged of a supplemental amendment, filed 5/10/2004, in which claim 
22 was cancelled and in which applicants elected an invention for examination (the papers filed 
5/10/2004 are copies of papers originally sent to the office on 11/3/2003). Applicants' election 
without traverse of Group I (directed to nucleic acids comprising at least one of SEQ ID NOS: 1- 
3) in the reply is acknowledged. However, it has become apparent that embodiments drawn to 
SEQ ID NO: 6 should be rejoined with the elected claims. Upon review of sequence search 
results it is now apparent that SEQ ID NO: 6 comprises all of SEQ ID NO: 3, which latter 
sequence is encompassed by the group of claims elected by applicant. The instant claims 
directed to a nucleic acid comprising SEQ ID NO: 3 would necessarily read on nucleic acids 
comprising SEQ ID NO: 6. Therefore, embodiments directed to a nucleic acid comprising SEQ 
ID NO: 6 have been REJOINED with the elected invention. Applicants are invited to submit 
claims directed to these embodiments. Embodiments directed to SEQ ID NOS: 7-9 remain 
restricted from the elected invention for reasons of record. 

Amendment Practice 

It is noted that the amendment filed 5/10/2004 does not follow the revised guidelines for 
amendment practice under 37 CFR 1.121 in that it does not provide the appropriate status 
identifiers for the pending claims. For example, it indicates that claims 1, 6, 10, 12, 18, 20-21 
were amended when, in fact, the claims are identical to those submitted in the amendment filed 
6/6/2002. Technically the amendment filed 5/10/2004 is non-compliant with the new guidelines. 
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In this case, however, the non-compliance with 37 CFR 1.121 did not preclude examination of 
the instant claims on the merits. Applicants are directed to 

http://ww.uspto.gov/web/ofFices/pac/dapp/opla/preognotice/officeflver.pd discloses the 

rules changes as amended on 30 June 2003. 

Sequence Compliance 

This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 because 
sequences were set forth that lack sequence identifiers, no computer readable format (CRF) was 
filed, no paper sequence was filed and no attorney statement was filed. These sequences include 
the sequences presented in the Figures as well as primer sequences in the working examples 
of the specification (e.g. pages 13 & 23). If the Sequence Listing required for the instant 
application is identical to that of another application, a letter may be submitted requesting 
transfer of the previously filed sequence information to the instant application. For a sample 
letter requesting transfer of sequence information, refer to MPEP § 2422.05. Additionally, it is 
often convenient to identify sequences in figures by amending the Brief Description of the 
Drawings section (see MPEP § 2422 02). If the sequences cited above are actually present in 
the sequence listing, all that applicants need to do is amend the instant specification to 
include the appropriate sequence identifiers (i.e. SEQ ID NOS). 

Applicants are required to comply with all of the requirements of 37 CFR 1.821 through 
1 .825. Any response to this office action that fails to meet all of these requirements will be 
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considered non-responsive. The nature of the noncompliance with the requirements of 37 C.F.R. 
1.821 through 1.825 did not preclude the continued examination of the application on the merits, 
the results of which are communicated below. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 3 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

There is no clear and positive prior antecedent basis for the term "said polypeptide" in 
claim 3. It appears the term should read, "said polynucleotide". 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-4, 6, 8-18 & 20-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hosted et al (US 2004/0101832 Al; see the entire application). 
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The applied reference has a common assignee and common inventors with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it constitutes prior 
art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1 . 132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 

Hosted et al teach nucleic acids and vectors encoding anM carbonacea-specific 
integrase gene and the cognate integration sites (e.g. Figures 9A & 9B; paragraphs 0028, 0033, 
0151; SEQ ID NO: 176). Thus, Hosted et al teach nucleic acids, vectors and host cells that meet 
the claim limitations. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald GLefFers Jr., PhD whose telephone number is (571) 272- 
0772. The examiner can normally be reached on 9:30am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Remy Yucel can be reached on (571) 272-0781 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Gerald G Leffers Jr., PhD 
Primary Examiner 
Art Unit 1636 
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